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A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Oc/cert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 61 9 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claims 15 and 16 are ejected under 35 U.S.C. 101 as claiming the same 

invention as that of claims 1 and 2 of prior U.S. Patent No. 6,696,507. This is a double 

patenting rejection. 


The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 


The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1,2, 4-8, 10-12 and 17-19 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Ratcliffe et 
al (US 4,407,984). 

Ratcliffe et al teach the instant photocurable dental composition in example 2 
wherein the filler C has a mean size of 0.02 ^m. The particle size distribution of the filler 
A in said example 2 is seen in Fig. 1 wherein particle size of 0.50 to 1 .0 urn and 1 .0 to 
8.0 |im are seen. Said particle size meets the instant particle size since the instant 
claims are silent as to amounts thereof. Fumed silica dna barium aluminum silicate is 
taught at col. 3., lines 48 and 67. 

Thus, the instant invention lacks novelty. 

Claims 1-8, 10-12 and 17-19 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Yearn et al (US 
5,356,951). 

Yearn et al teach the instant dental composition in table 1 and at col. 6, lines 1- 
12. Colloidal silica, R-972, inherently has a particle size of 0.016 pirn. Butane moiety 
containing monomer is taught at col. 5, line 24. Barium glass powders taught at top of 
col. 6 inherently contain aluminum or strontium borosilicate inherently since glass 
contain many different metals. 

Thus, the instant invention lacks novelty. 
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Claims 1, 2, 4-12 and 17-19 are rejected under 35 U.S.C. 103(a) as obvious over 
Ratcliffe et al (US 4,407,984). 

The instant invention further recites different amounts of filler over Ratcliffe et al. 

But, it would have been obvious to one skilled in the art at the time of invention to 
utilize the instant amounts of fillers since Ratcliffe et al teach employing various 
amounts of fillers at col. 3 and in examples absent showing otherwise. 

Claims 1-12 and 17-19 are rejected under 35 U.S.C. 103(a) as obvious over 
Yearn et al (US 5,356,951) and AEROSIL publication from DeGussa. 

The instant invention further recites different amounts of filler over Yearn et al. 
AEROSIL publication shows that R-972 has a particle size of 16 nm (0.016 (am) 
supporting the examiner's position in above. 

But, it would have been obvious to one skilled in the art at the time of invention to 
utilize^the instant amounts of fillers since Yearn et al teach employing various amounts 
of fillers in bridging gparagraph at cols. 3 and 4 and in table 1, and AEROSIL publication 
shows that R-972 taught by Yearn et al has a particle size of 1 6 nm absent showing 
otherwise. 

Claims 1, 2, 4-14 and 17-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ratcliffe et al (US 4,407,984) in view of WO 92/08419 or DE 
3416083 A1. 
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The instant invention further recites a container for the dental composition over 
Ratcliffe et al. But, said container such as unit dose package is well known in the art as 
taught by figures of WO and DE. WO (polystyrene, page 2, line 21, polyethylene, page 
5, line 32, and polyester, cpage 6, line 13) and DE (polyethylene, page 12, line 14) also 
teach various polymers for the container. 

It would have been obvious to one skilled in the art at the time of invention to 
pack the photocurable dental composition of Ratcliffe et al with the unit dose package of 
WO or DE since such packaging is well known in the art absent showing otherwise. 

Claims 1-14 and 17-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yearn et al (US 5,356,951 ) in view of WO 92/0841 9 or DE 341 6083 
A1. 

The instant invention further recites a container for the dental composition over 
Yearn et al. But, said container such as unit dose package is well known in the art as 
taught by figures of WO and DE. WO (polystyrene, page 2, line 21, polyethylene, page 
5, line 32, and polyester, cpage 6, line 13) and DE (polyethylene, page 12, line 14) also 
teach various polymers for the container. 

It would have been obvious to one skilled in the art at the time of invention to 
pack the photocurable dental composition of Yearn et al with the unit dose package of 
WO or DE since such packaging is well known in the art absent showing otherwise. 


Application/Control Number: 10/786,978 


Page 6 


Art Unit: 1714 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H. Yoon whose telephone number is (571) 272- 
1 128. The examiner can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 1 1 9. The fax phone 
number for the organization where this. application or proceeding is assigned is 571- 


Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


273-8300. 



Tae H Yoefri 
Primary Examiner 
Art Unit 1714 
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